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REMARKS 



The present amendment is submitted in response to the Office Action 
dated July 5, 2006, which set a three-month period for response, making this 
amendment due by October 5, 2006. 

Claims 3-6, 8, 10, and 12 are pending in this application. 

In the Office Action, claims 3-5, 10, and 12 were rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent No. 5,672,104 to Okada on the 
same grounds as stated in the Office Action dated February 17, 2006. Claims 6 
and 8 were rejected under 35 U.S.C. 103(a) as t>eing unpatentable over Okita as 
applied to claim 12 and further in view of ASM Handbook. Volume 14, on the 
same grounds as stated in the Office Action of February 17, 2006. 

In the present amendment, claims 4 and 12 have been amended to define 
that no forced cooling Is employed and that a martensitic structure is formed, as 
disclosed on page 7, line 16 to page 8. line 13 of the specificatton. 

The addition of this language also addresses the Examiner's objection that 
the formation of a martensitic structure without a forced cooling process being 
employed was not specifically claimed in the last amendment as a necessary 
feature of the method of the present invention. 

This feature is not disclosed or suggested by Okita, and such a result 
could not be achieved with the broad composition ranges disclosed by Okita. 
Therefore, the rejection of the claims under Section 103 must be withdrawn. The 
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mere fad that the prior art may be modified in the manner suggested by the 
Examiner does not make the modification obvious unless the prior art suggested 
the desirability of the modification. In re Friteh, 23 U8PQ 2d 1780. 1783-84 
(Fed. Cir. 1992). 

For the reasons set forth above, the Applicants respectfully submit that 
claims 3-5, 8, 10, and 12 are patentable over the cited art. The Applicants further 
request withdrawal of the rejections and reconsideration of the claims as herein 
amended. 

In light of the foregoing amendments and arguments in support of 
patentability, the Applicants respectfully submit that this application stands in 
condition for allowance. Action to this end is courteously solicited. 

Should the Examiner have any further comments or suggestions, the 
undersigned would very much welcome a telephone call in order to discuss 
appropriate claim language that will place the application into condition for 
allowance. 




Mfcl)fiel J. Striker 
Attorney for Applicant 
Reg. No.: 27233 
103 East Neck Road 
Huntington, New York 11743 
631-549-4700 
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